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if the applicant withdraws the trade-mark application.  
Opposition proceedings may also end if the parties 
reach a settlement concerning the applicant’s future use 
of its mark.

I.  Statement of Oppostion

Pursuant to section 38 of the Act any person may 
commence opposition proceedings by filing a Statement 
within two months after the advertisement of the trade-
mark in the Journal or within a time limit extended by the 
Board.  There is no prescribed form for the Statement.  
However, one of the Statement’s purposes is to allow 
an applicant to know the legal arguments and facts 
presented against its application so that the applicant 
can fully reply.  The opponent is required to set out in 
the Statement the reasons for its opposition together 
with the relevant facts which support its position.  Failure 
to do so may result in a legal argument or factual matter 
not being considered by the Board.

The Statement is filed with the Board in duplicate, but 
unlike all other pleadings during the opposition process, 
is not served on the applicant.  Each Statement is 
reviewed by the Board to determine if it raises at 
least one valid reason for challenging the application. 
If the Board concludes that one valid reason exists, 
then the Statement is forwarded to the applicant or 
the applicant’s trade-mark agent.  If the Statement is 
rejected by the Board, the application will be allowed to 
proceed to registration.   

During the opposition proceeding, the legal burden is on 
the opponent to prove the facts it relies on to support its 
grounds of opposition.  Then the legal burden is on the 
applicant to overcome each of the grounds of opposition 
raised by the opponent.  The legal burden means that if 
after all the evidence and submissions are considered 
the Board  cannot reach a definitive decision, the issue 
must be decided against the party that bears the legal 
burden.

In making a determination whether to oppose an 
application, the opponent will generally review the 
advertisement and obtain a copy of the application 

file from the Office.  The application file may contain 
relevant information including prior concerns about the 
registterability of the applicant’s mark raised by the 
Office, and submissions to the Office previously made by 
the applicant, which may be used against the applicant 
during the opposition process.

II.  Counter Statement

The applicant has two months after receipt of 
the Statement to file a pleading known as the 
counterstatement (the “Counterstatement”).  The 
Counterstatement must be filed with the Board and 
served on the opponent.2  Provided the applicant has 
sufficient reasons, the Board will generally grant the 
applicant a two month extension to file the applicant’s 
Counterstatement.  If the Counterstatement is not filed 
within the required time the application will be deemed 
abandoned by the Office.  Notwithstanding that an 
application has been deemed abandoned there is no 
provision under Canadian trade-mark law which restricts 
the applicant from re-filing the application.

The applicant is required to set out in sufficient detail 
the reasons why the opposition should fail, including 
any matter that might defeat the opponent’s claim or 
take the opponent by surprise if it were not included in 
the Counterstatement. Failure to do so may result in a 
legal argument  or factual matter not being considered 
by the Board. The onus is on the applicant to prove on a 
balance of probabilities that the application is not likely 
to cause confusion with the opponent’s trade-marks 
and that the application is compliant with the Act and 
Regulations. 

There is no prescribed form for the Counterstatement.  
The Counterstatement may state any legal argument 
or fact which may overcome the arguments set out 
in the opponent’s Statement, including addressing 
legal arguments or facts which go beyond the matters 
expressly set out in the Statement.  However, the 
applicant may not use the opposition proceedings to 
challenge the validity of the opponent’s trade-mark and 

2  Pursuant to Rule 37(1) of the Regulations, any statement or other material required to be served on a party in an opposition proceeding may 
be served by personal service, by registered mail, by courier or in any other manner with the consent of the other party or their trade-mark agent. 
To comply with Rule 37(6) of the Regulations, a party’s correspondence must clearly indicate the method that has been employed for service and 
the date of such action, in order that the effective date of service may be determined.



such challenge will not be considered by the Board. 

III.  Evidence

Each party may submit evidence in support of its 
position.  In most cases the key to success during an 
opposition is the strength of the evidence filed and 
the weakening of the other party’s evidence through 
cross-examination.  It is important to prepare sufficient 
evidence to be submitted to the Board to support the 
claims made by the applicable party.  For example, the 
opponent may submit historical advertising materials, 
accounting documents such as invoices and yearly 
statements, and/or examples of the applicable mark on 
actual products as evidence of prior use of a mark by 
an opponent.  The parties will also want to ensure that 
the person attesting to the accuracy of such evidence 
has sufficient knowledge of the evidence, the party that 
submitted the evidence and such party’s current and 
prior use of the trade-mark in question.

In general, the rules of evidence applicable in the Federal 
Court of Canada are also applicable in opposition 
proceedings.  Where parties are in agreement that 
a particular form of evidence should be accepted, 
the Board will usually be prepared to accept same.  
Rulings on evidentiary matters will generally be made 
at the decision stage and not during the course of an 
opposition proceeding.  Evidence submitted to the Board 
must be by way of an affidavit or statutory declaration.  
The affidavit or statutory declaration should be provided 
by a person who has personal knowledge or information 
of the evidence provided.

Within four months after receipt of the 
Counterstatement, the opponent must file written 
evidence in support of its Statement or, alternatively, file 
a statement that it does not wish to submit evidence.  A 
copy of the opponent’s evidence must also be served 
on the applicant. Provided the opponent has sufficient 
reasons, the Board will generally grant the opponent 
a two month extension of time to file the opponent’s 
evidence.

Within four months after receipt of the opponent’s 
evidence, the applicant must file written evidence in 
support of its Counterstatement or, alternatively, file a 
statement that it does not wish to file evidence.  A copy 

of the applicant’s evidence must also be served on the 
opponent.  If the applicant does not file any evidence 
or a statement that it does not wish to file evidence its 
trade-mark application will be deemed abandoned by 
the Office.  Provided the applicant has sufficient reasons 
the Board will generally grant the applicant a two month 
extension of time to file the applicant’s evidence.

The opponent and/or the applicant may also present 
expert or survey evidence in support of its position.  
Such evidence must also be in the form of an affidavit 
or statutory declaration.  The weight given to such 
evidence by the Board will depend in part on the skill 
and experience of the expert, and the relevance and 
objectivity of the survey.  The opponent and/or the 
applicant may also file evidence relating to the state 
of the Canadian Trade-mark Register (the “Register”).  
Such evidence may be informative to the Board in 
circumstances where there is an abundance or scarcity 
of previously registered or applied for relevant trade-
marks (i.e. there is an abundance of similar trade-marks 
on the Register which suggests that the registration of 
one more similar trade-mark will not cause confusion.)

IV.  Cross Examination

Within two months from the receipt of the evidence 
of the other party, either the applicant and/or the 
opponent may apply to the Board to cross examine the 
person who gave the affidavit or statutory declaration.  
Because of the time allotted for the applicant to file its 
evidence, the applicant may request to cross examine 
the opponent on its affidavits or statutory declarations 
prior to filing any of its own evidence. Generally the 
cross examination will take place at the location of the 
party being cross examined.  The party requesting 
the cross examination will pay all expenses involved in 
having its trade-mark agent or lawyer attend the cross 
examination, the hiring of a reporter, and the preparation 
and delivery of a copy of the transcript to the Office.

The Board will not make rulings during the course of 
an opposition as to whether certain questions asked 
in cross-examination should be answered or whether 
answers given are adequate, etc. Failure to answer 
proper questions or to fulfil undertakings may, however, 
result in negative inferences being drawn, or in the 
affidavit or statutory declaration being ignored at the 
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decision stage.

V.  Reply Evidence

Within one month after receipt of the applicant’s 
evidence the opponent may file reply evidence.  The 
opponent’s reply evidence must be a reply to the 
specific contents of the applicant’s evidence and may 
not introduce evidence that should have been filed as 
part of its original evidence.  Provided the opponent 
has sufficient reasons the Board will generally grant 
the opponent a four month extension of time to file the 
opponent’s reply evidence.  The opponent must serve a 
copy of its reply evidence on the applicant at the same 
time as it is submitted to the Board.

VI.  Written Argument

Within 14 days after completion of the evidence stage, 
the Board will send a notice to the parties that they 
have one month from the date of such notice to submit 
written arguments to the Board.  Written arguments 
give both parties the opportunity to argue their position 
before the Board and generally consist of a summary of 
the opposition proceedings, a history of the application, 
and an analysis of the legal cases which support the 
parties position.  Provided a party has sufficient reasons 
the Board will generally grant a party a four month 
extension of time to file its written argument.  Each party 
is required to submit two copies of its written argument 
to the Board but does not provide a copy of same to the 
other party.

VII.  Oral Hearing

After the filing of the written evidence the Board will send 
a notice to the parties that they have one month from 
the date of such notice to request an oral hearing.  The 

parties can request to have an oral hearing in front of 
the Registrar in Ottawa or via teleconference.  If no oral 
hearing is requested, the Registrar will make his or her 
decision based on the written material submitted. 

The parties are required to fax to one another and to the 
Board their list of case law and copies of any unreported 
decisions or judgments they intend to rely upon at the 
hearing at least five working days prior to the hearing 
date.  The Board will not have copies of case law at the 
hearing unless a party provides them. 

VIII.  Board Decision

The Registrar can either refuse the trade-mark 
application or reject the opposition.  If the opposition is 
rejected the trade-mark application will proceed to the 
allowance stage.  The Board will provide each party with 
written reasons setting out its decision.  

IX.  Decision to Appeal

Within two months from the date of the Board’s decision, 
either party may appeal the Board’s decision to the 
Trial Division of the Federal Court of Canada.  Generally 
the Court will consider with caution any appeal from a 
decision of the Board, since the Board is considered to 
be an expert or specialist in trade-mark matters.

At any point during the process the opponent 
can withdraw their opposition and the opposition 
proceedings will end.

For more information on Trade-mark law, contact Loren 
D. Mallett, at lmallett@ahbl.ca.
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